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This application is a DIV of S.N. 10/079,094 (filed 
2/19/02, now ABN) . Claims 1-19 are currently pending. 

Acknowledgment is made of applicant's claim for foreign 
priority under 35 U.S.C. 119 (a) - (d) . The certified copy has 
been filed in parent Application No. 10/079,094, filed on 
2/19/02. 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pomting out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claims 5, 6, 8 and 15 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 5 depends from itself (claim 5) . Correction is 
required. Claims 5, 6, 8, and 14 have not been further treated 
on the merits. Applicant is advised that should claim 3 be found 
allowable, claim 7 will be objected to under 37 CFR1 . 75 as 
being a substantial duplicate thereof. When two claims in an 
application are duplicates or else are so close in content that 
they both cover the same thing, despite a slight difference in 
wording, it is proper after allowing one claim to object to the 
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other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03 (k) . 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described m a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or 

yefrprior^olhe daV" f^? ^ ■ " " 3316 in thiS couSt ^' more than °- 
year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before tie 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
language PUbllShed Under Article 21 < 2 > of such treaty in the English 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identicallv 
disclosed or described as set forth in section 102 of this title If III 

art arfsuch STh 6 ^"^ SOU9ht t0 be P3tented * nd the prior 

t ^ subject matter as a whole would have been obvious at 

the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 

Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
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establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 1-4, 7, 9-14 and 16-19 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over either JP 04-146975 or JP 04- 
308605. 
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Note that full English language translations of the 
references have been ordered and will be provided to applicant 
as soon as possible. 

JP '975 discloses a conductive paste composition produced 
by compounding synthetic resin, copper powder, higher fatty 
acid, and amine or nitrogen heterocycle (quinoline) (Abstract) . 

JP v 605 discloses a copper paste composed of copper powder, 
glass frit, vehicle and metal oxide particle. The paste 
additionally contains benzotriazole (Abstract) . 

The references are anticipatory. 

In the event that any minor modifications are necessary to 
meet the claimed limitations, such as selection of a particular 
resin vehicle or thickness of printed paste, such modifications 
are well within the purview of the skilled artisan. 

Claims 1, 3, 4, 7, 10-13 and 16 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Yamaguchi et al (4,921,623). 

Yamaguchi discloses copper-type conductive coating 
composition which comprises: (A) a copper powder, (B) a coating 
binder resin, and (C) at least one number selected from the 
group consisting of salicylic acid, its specific derivatives, 
and benzotriazolecarboxylic acid hydrazides. The copper-type 
conductive coating composition provides a conductive coating 
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layer having excellent initial conductivity and capable of 
maintaining the level of it stable over a long period of the 
time (Abstract; Col 2, formula III), a conductive coating 
composition comprises conductive filler powder dispersed in a 
solution of a thermoplastic resin or thermosetting resin, and it 
is useful for many purposes, for instance, as a paste for 
electric circuits, a conductive ink, a conductive adhesive or an 
electromagnetic wave shielding material (Col l, lines 11-17). 
The reference additionally teaches cellulose resin vehicle (Col 
3, lines 50-55), and examples 13-15 each specify various 
nitrogen-containing heterocycles (Col 10) . 
The reference is anticipatory. 

In the event that any minor modifications are necessary to 
meet the claimed limitations, such as selection of a particular 
electronic component or thickness of printed paste, such 
modifications are well within the purview of the skilled 
artisan . 

Claims 1-4, 7, 9-14 and 16-19 are rejected under 35 
U.S.C. 102(e) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Masuda. 

Masuda discloses a multi-layer capacitor which can satisfy 
both of the X7R characteristic (EIA standard) and B 
characteristic (EIAJ standard) of the temperature characteristic 
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of the electrostatic capacity, has little voltage dependency of 
the electrostatic capacity and the insulation resistance, is 
superior in insulation breakdown resistance, and can use Ni or a 
Ni alloy as the internal electrode layer (Abstract) . For the 
internal electrode layer paste, 44.6 wt % of nickel particles of 
an average grain size of 0.4 .mu.m, 52.0 wt % of terpineol, 3 wt 
% of ethyl cellulose, and 0.4 wt % of benzotriazole were kneaded 
using a triple-roll to make a paste. The above dielectric layer 
paste was used to form a green sheet of a thickness of 30 .mu.m 
on a PET film. The internal electrode paste was printed on this, 
then the green sheet was peeled from the PET film. The thus 
obtained green sheet was stacked and pressed to obtain a green 
chip. Four green sheets having the internal electrodes were 
stacked (Col 9, line 51 to Col 10, line 10). 
The reference is anticipatory. 

In the event that any minor modifications are necessary to 
meet the claimed limitations, such as selection of a particular 
electronic component or thickness of printed paste, such 
modifications are well within the purview of the skilled 
artisan. 

In view of the foregoing, the above claims have failed to 
patentably distinguish over the applied art. 
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The remaining references listed on forms 892 and 1449 have 
been reviewed by the examiner and are considered to be cumulative 
to or less material than the prior art references relied upon in 
the rejection above. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is (571) 272-1319. The examiner 
can normally be reached on Monday - Friday from 9:30 AM to 6:00 
PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Dr. Yogendra Gupta can 
be reached on (571) 272-1316. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 

/\M*V* — 

Mark Kopec 
Primary Examiner 
Art Unit 1751 
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